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DETAILED ACTION 

1 . Preliminary amendment filed on 1/23/2008 is made of record. Claims 1 and 6 are 
amended; and claim 2 is cancelled. Accordingly, claims 1 and 3-22 are currently 
pending in the application. 

Specification 

2. The title of invention is not descriptive. A new title is required that is clearly indicative of 
the invention to which the claims are directed. The title of present invention "Process" is 
generic. Applicant is advised to modify the title to a more descriptive one such as 
"Process for preparing an encapsulated particulate solid". 

Claim Objections 

3. Claims 14 and 16 are objected to because of the following informality: Claim 14 (lines 1- 
2) recites "obtained or obtainable by" and should read "obtained by". 

The use of phrase "obtainable by" renders unclear whether other encapsulated 
particulate solid made using other specified processes are also within the claimed 
scope. If applicant is intending to specify an encapsulated particulate solid which is 
produced by the recited process, then the phrase "obtained by" should be used. 

Claim 16 recites "20mPa.s" and should read "20 mPa.s". 

Appropriate clarification and/or correction are required. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 5 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 5 recites the limitation "the compound" in lines 3-4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 11 recites the limitation "the resultant modified particulate solid" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 3, 6, 9-10, 12-15 and 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Waki et al (WO 2003/097753) as evidenced by Muehlbauer et al (US 
5,563,226) and Charmot et al (US 6,380,335 B1). 
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It is noted that WO 2003/097753 (WO) is being utilized for date purposes. 
However, since WO is not in English, US equivalent for WO, namely, Waki et al (US 
2004/0242726 A1 ) is referred to in the body of the rejection below. All column and line 
citations are to the US equivalent. 

Waki et al disclose in example 4 a process for preparing a pigment dispersion 
comprising kneading (reads on mechanical treatment to reduce particle size of instant 
claim 13) a mixture of 20 parts of ethyl methacrylate - methacrylic acid copolymer (i.e. 
reads on polyvinyl dispersant) with 100 parts of pigment green (i.e. reads on particulate 
solid). The ethyl methacrylate - methacrylic acid copolymer has an acid value of 120 mg 
KOH/g of resin (paragraph 0181). The methacrylic acid has a carboxyl group and reads 
on crosslinkable group of the polyvinyl dispersant. To 42 parts of the obtained product is 
added 55 parts of water (paragraph 0182) which reads on liquid vehicle. The dispersion 
liquid has a solid content of 26% (paragraph 0152). 5 parts of 30% polycarbodiimide 
type crosslinking agent, which is completely water soluble is added to the dispersion 
liquid and the mixture was stirred at 90°C for 5 hours to crosslink the resin in dispersion 
liquid (paragraph 0153). The parts by weight of pigment, polyvinyl dispersant, 
crosslinking agent, water, other liquid components such as glycerin, isopropyl alcohol 
and the solids content, in example 4, read on the weight ratios recited in instant claim 
12, and the liquid vehicle of claim 17. Evidence that ethyl methacrylate has a log P 
value of 1 .59 (col. 5, line 36) and methacrylic acid has a log P value of 0.93 (col. 22, 
lines 15-18) comes from Muehlbauer et al and Charmot et al, respectively. Hence, it is 
the examiner's position that polyvinyl dispersant of Waki et al has the claimed log P 
value of less than 1 .8 and from 0 to 1 .7. Given that the process limitations are met, it is 
the examiner's position that pigment is encapsulated within the crosslinked polyvinyl 



Application/Control Number: 10/583,268 Page 5 

Art Unit: 1796 

dispersant and the obtained product is an encapsulated particulate solid. The ink 
composition is charged into a cartridge (see claim 10 of Waki et al). The ink jet 
recording comprises printing by discharging the ink composition from ink jet (see claim 9 
of Waki et al). The ink composition comprises a resin having a urethane bond and/or an 
amide bond (abstract). Examples of compound having an amide bond and/or urethane 
bond include NeoRez R-960® , Hydran AP-30® , NeoRez R-9320® (paragraph 0066) 
which read on the binder of instant claim 22. 

Therefore, Waki et al as evidenced by Muehlbauer et al and Charmot et al 
anticipate the present claims. 



Claim Rejections - 35 USC § 102/103 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness 
under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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10. Claims 5 and 16 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Waki et al (WO 2003/097753) as 
evidenced by Muehlbauer et al (US 5,563,226) and Charmot et al (US 6,380,335 B1). 

The discussion with respect to Waki et al as evidenced by Muehlbauer et al and 
Charmot et al in paragraph 7 above is incorporated here by reference. 

Waki et al, Muehlbauer et al and Charmot et al are silent with respect to the Z- 
average particle size of encapsulated particulate solid; and viscosity of composition 
comprising the encapsulated particulate solid 

However, given that process of forming the particulate solid and ink composition 
comprising the particulate solid, in Waki et al as evidenced by Muehlbauer et al and 
Charmot et al, is substantially similar to that of instant claims, it is the examiner's position 
that presently claimed Z-average particle size of encapsulated particulate solid and the 
viscosity of 20 mPa.s at 25°C for composition comprising the encapsulated particulate 
solid are inherently present in the encapsulated particulate solid and composition 
prepared by the process of Waki et al as evidenced by Muehlbauer et al and Charmot et 
al. Case law holds that a material and its properties are inseparable. In re Spada, 91 1 
F.2d 705,709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

In light of the above, it is clear that Waki et al as evidenced by Muehlbauer et al 
and Charmot et al anticipate the present claims. 

Alternatively, presently claimed Z-average particle size and viscosity would have 
been present once the encapsulated particulate solid and composition comprising the 
encapsulated particulate solid are prepared by the process of Waki et al as evidenced by 
Muehlbauer et al and Charmot et al. 
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Claim Rejections - 35 USC §103 

1 1 . Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Waki et al (WO 
2003/097753) as evidenced by Muehlbauer et al (US 5,563,226) and Charmot et al (US 
6,380,335 B1). 

The discussion with respect to Waki et al as evidenced by Muehlbauer et al and 
Charmot et al in paragraph 7 above is incorporated here by reference. 

Waki et al, Muehlbauer et al, and Charmot et al fail to disclose a process wherein 
the reaction is performed at a temperature of less than 60°C. 

However, Waki et al teach in the general disclosure that a crosslinking agent 
crosslinkable at a low temperature of about 0 to 100°C is preferred as a crosslinking 
agent (paragraph 0097). Therefore, in light of the teachings in Waki et al, it would have 
been obvious to one skilled in art at the time invention was made to use any temperature 
between 0°C and 60°C in the process of Waki et al as evidenced by Muehlbauer et al 
and Charmot et al, because Waki et al recognizes the importance of crosslinking at low 
temperatures, and one skilled in art at the time invention was made would have 
expected temperatures of 0°C to 60°C to work in the crosslinking reaction of polyvinyl 
dispersant and crosslinking agent in Waki et al as evidenced by Muehlbauer et al and 
Charmot et al, motivated by expectation of success. 

12. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Waki et 
al (WO 2003/097753) as evidenced by Muehlbauer et al (US 5,563,226) and Charmot et 
al (US 6,380,335 B1) as applied to claim 1 above, and further in view of Peters et al (US 
6, 258, 888 B1). 
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The discussion with respect to Waki et al as evidenced by Muehlbauer et al and 
Charmot et al in paragraph 7 above is incorporated here by reference. 

Waki et al as evidenced by Muehlbauer et al and Charmot et al are silent with 
respect to poly vinyl dispersant having at least one keto, aldehyde or beta-diketoester 
crosslinkable groups; and the crosslinking agent having at least one amine, imine, 
hydrazide or thiol crosslinking group. 

However, Waki et al in the general disclosure teach that examples of crosslinking 
agents include a carbonyl group-reactive type (generic to aldehyde or beta-diketoester 
crosslinkable groups of claim 7) such as hydrazide (reads on crosslinking agent of claim 
8). Furthermore, Peters et al teach polymeric material useful for inks (abstract) wherein 
the polymer possesses functional groups for imparting crosslinkability to the composition 
(col. 14, lines 7-11). The functional groups on polymers could include keto or aldehyde 
carbonyl groups and the subsequently formulated crosslinker could be a polyhydrazide 
(col. 14, lines 21-25). Therefore, in light of the combined teachings in Waki et al and 
Peters et al, it would have been obvious to one skilled in art at the time invention was 
made to use a keto and aldehyde species taught in Peters et al because Waki et al in 
the general disclosure teach that carbonyl-reactive groups present in the polymer can be 
crosslinked with crosslinking agents such as hydrazides and Peters et al teach ink 
composition comprising the carbonyl containing reactive groups such as keto and 
aldehyde for hydrazide crosslinking agents, and one skilled in art would expect the 
species taught in Peters et al to work in the process for preparing encapsulated 
particulate solid of Waki et al as evidenced by Muehlbauer et al and Charmot et al. 
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13. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Waki et al (WO 
2003/097753) as evidenced by Muehlbauer et al (US 5,563,226) and Charmot et al (US 
6,380,335 B1) as applied to claim 15 above, and further in view of Yadav et al (US 
2003/0212179 A1) 

The discussion with respect to Waki et al as evidenced by Muehlbauer et al and 
Charmot et al in paragraph 7 above is incorporated here by reference. 

Waki et al as evidenced by Muehlbauer et al and Charmot et al are silent with 
respect to isolating the particulate solid from the liquid medium. 

However, Yadav et al teach ink composition comprising inorganic nanofillers 
(abstract). The filler (i.e. reads particulate solid) is removed from the solvent by drying, 
filteration, centrifugation or any other method appropriate for solid-liquid separation 
(paragraph 0047). Therefore, in light of the teachings in Yadav et al, it would have been 
obvious to separate the particulate solid from liquid, after the particulate solid is 
encapsulated by the polyvinyl dispersant crosslinked with crosslinking agent - in the 
process of Waki et al as evidenced by Muehlbauer et al and Charmot et al, using any of 
the well known solid-liquid separation procedures to obtain the particulate solid in dry 
form (i.e. isolating the encapsulated particulate solid), if encapsulated particulate solid in 
dry form is desired by one skilled in art at the time invention was made. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KARUNA P. REDDY whose telephone number is 
(571)272-6566. The examiner can normally be reached on Monday-Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571)272-1119. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IK. P. R./ 

Examiner, Art Unit 1796 
/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



